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REMARKS 

The application has been reviewed in light of the Office Action dated December 7, 2004. 
Claims 1-16 were pending. By this Amendment, new dependent claim 17 has been added. 
Accordingly, claims 1-17 are now pending, with claims 1, 6 and 14 being in independent form. 

Claims 1-16 were rejected under 35 U.S.C. §112, second paragraph, as allegedly 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claims 1-16 were rejected under 35 U.S.C. §101 as 
purportedly being directed to non-statutory subject matter. 

The Office Action contends that the claims are indefinite because they recite an intended 
field of use. 

Applicants disagree. 

As an initial matter, recitation of field of use is an issue of whether said recitation has a 
limiting effect on the claim in which it is recited (for example, does the recitation serve to 
patentably distinguish the claimed subject matter from the prior art). See MPEP §2106. 

Further, MPEP §2 1 06 makes clear that the issue is whether such recitations require steps 
in a method claim to be performed or limit an apparatus or system claim to a particular structure. 

Here, independent claim 1 recites in relevant part a method "... comprising the computer- 
implemented steps of: ... utilizing the computed differences in managing shipping charges", and 
independent claim 6 recites in relevant part a method "... comprising the steps of: ... utilizing said 
difference to manage shipping charge information". 

Therefore, contrary to the contention in the Office Action, the reciatations referenced in 
the Office Action are not recitations of field of use, and moreover do not render the claims 
indefinite. 
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Should the Examiner disagree therewith, it is respectfully requested that the Examiner 
specify where in the patent laws, rules or guidelines there is a basis for such disagreement. 

Regarding the issues of utility and operativeness, the Examiner's attention is directed to 
the Federal Circuit opinion in State Street Bank & Trust Co. v. Signature Financial Group Inc. , 
149 F.3d 1368, 47 U.S.P.Q.2d 1596 (Fed.Cir. 1998) (a copy of which is attached hereto as 
Exhibit A), wherein the Federal Circuit stated that: "the mere fact that a claimed invention 
involves inputting numbers, calculating numbers, outputting numbers, and storing numbers, in 
and of itself, would not render it nonstatutory subject matter, unless, of course, its operation does 
not produce a 'useful, concrete and tangible result'" [citing In re Alappat 33 F.3d 1526, 1544, 31 
U.S.P.Q.2D 1545, 1557 (Fed.Cir. 1994)]. Further, the Federal Circuit further stated that a 
machine (such as a computer) programmed with software produces a 'useful, concrete and 
tangible result 5 , even if the useful result is expressed in numbers. In State Street Bank , a 'fund 
administrator (that is, a human being) monitors the data output by a programmed computer and 
based on human analysis of the output information manages financial services configuration of a 
portfolio. The patent claim in State Street Bank is a "data processing system for managing a 
financial services configuration of a portfolio". Thus, although the recited purpose is "managing 
a financial services configuration of a portfolio", the purpose is not achieved merely with the 
claimed system, but rather intervention of the human mind is required. The Federal Circuit held 
that such a claimed invention nevertheless met the utility requirement. 

Similarly, the claimed invention here provides for computing useful information, that is, 
the difference between (i) first shipping charges related to actual charges by the shipping entity to 
the supplier for transportation of items by the shipping entity from the one or more actual 
supplier locations to the customer locations and (ii) second shipping charges related to shipping 
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charges for the items calculated by reference to charges applicable to shipment of the items to the 
customers from one or more virtual supplier locations that are different from the one or more 
actual supplier locations, and then utilizing the computed differences in managing shipping 
charges. The fact that managing shipping charges may involve human thought process is not an 
obstacle to meeting the requirement of 35 U.S.C. §101, as confirmed by State Street Bank . 
Indeed, In re Musgrave , 167 U.S.P.Q. 280 (C.C.P.A. 1970) cited on page 8 of the Office Action 
requires the same result. 

• Contrary to the contention in the Office Action, utilizing the computed differences in 
managing shipping charges is not a hypothetical mental exercise that merely manipulates an 
abstract idea. As pointed out in the application, the computed differences allow the supplier to 
manage and track the "charges and costs to the supplier^ such as for internal management, 
assessment, cost accounting, allocation, planning or other purposes (see application at, "for 
example, page 3, lines 9-17, page 7, lines 20-24, and page 11, lines 1-3). For example, the 
computed differences can be used to determine overhead cost to the supplier (which can be 
passed on through pricing of goods) and/or, on a regular basis, update a fixed tack-on charge that 
is added to prices or shipping charges to the customers. Such purposes undisputably constitute a 
'useful, concrete and tangible result' according to the standards established by the Federal 
Circuit. 

Accordingly, withdrawal of the rejection under 35 U.S.C. §112 and withdrawal of the 
rejection under 35 U.S.C. §101 are requested. 

Claim 1 was rejected under 35 U.S.C. §102(b) as purportedly anticipated by 
"TransCanada's incentive-rate plan approved", American Gas, vol. 78, no. 3 (06 April 1996) 
("the American Gas reference"). Claim 1 was rejected under 35 U.S.C. § 102(e) as purportedly 
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anticipated by U.S. Patent Appl. Publication No. 2002/0019759 of Arunapuram et al. Claims 2- 
1 6 were rejected under 35 U.S. C. § 1 03(a) as allegedly unpatentable over Arunapuram in view of 
the Background section of the application and Gerety, "Zone prices inaugurated for Reynolds 
division/' American Metal Market, vol. 94, pg. 1 (14 November 1986). 

Applicants have carefully considered the Examiner's comments and the cited art, and 
respectfully submit that claims 1, 6 and 14 are patentable over the cited art. 

None of the cited references discloses computing differences between (a) first shipping 
charges by the shipping entity to the supplier for transportation of items by the shipping entity 
from the one or more actual supplier locations to the customer locations and (b) second shipping 
charges by the supplier to customers calculated by reference to charges applicable to shipment of 
the items to the customers from one or more virtual supplier locations that are different from the 
one or more actual supplier locations, and utilizing the computed differences in managing 
shipping charges, as provided by the claimed invention described in independent claims 1 , 6 and 
14. 

The American Gas reference, as understood by Applicants, is directed to the accounting 
of costs in the pipeline business. The reference discusses the sharing of variances in projected 
revenue, by the pipeline company and shippers. 

It is contended in the Office Action that the American Gas reference discloses looking at 
computed difference between estimated shipping cost and actual shipping costs, and that 
therefore the claimed invention is unpatentable. 

Applicants disagree. 

The American Gas reference discloses that assorted costs are tallied and compared to 
projected revenue (only one of several revenue sources is related to transportation). Contrary to 
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the contention in the Office Action, the American Gas reference does not disclose computing a 
difference between actual shipping cost and projected shipping revenue. 

In any event, Applicants do not find a teaching or suggestion in the American Gas 
reference of computing differences between (a) first shipping charges by the shipping entity to the 
supplier for transportation of items by the shipping entity from the one or more actual supplier 
locations to the customer locations and (b) second shipping charges by the supplier to customers 
calculated by reference to charges applicable to shipment of the items to the customers from one 
or more virtual supplier locations that are different from the one or more actual supplier 
locations, and utilizing the computed differences in managing shipping charges, as provided by 
the claimed invention described in claim 1 . 

Arunapuram, as understood by Applicants, is directed to transportation planning and 
execution. Arunapuram discloses an electronic system for managing and planning shipping and 
transportation. The electronic system of Arunapuram decides when, where and how to transport 
the goods or products which are driven in part by minimizing cost. In meet the objective, the 
system of Arunapuram determines the cost of each transport option for each order and the lowest 
cost soultion is selected. The incurred carrier cost is allocated to the corresponding order, and 
charged to the customer who placed the order. 

However, unlike the context of the claimed invention wherein the charge to a customer by 
the supplier for shipping of an item is made without knowledge of the charge by the shipping 
entity to the supplier, the shipping charge of the shipping entity for an order is passed on to the 
customer who placed the order. Thus, Arunapuram does not embody the motivation for the 
claimed invention. 

Moreover, Applicants do not find a teaching or suggestion in Arunapuram of computing 
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differences between (a) first shipping charges by the shipping entity to the supplier for 
transportation of items by the shipping entity from the one or more actual supplier locations to 
the customer locations and (b) second shipping charges by the supplier to customers calculated by 
reference to charges applicable to shipment of the items to the customers from one or more 
virtual supplier locations that are different from the one or more actual supplier locations, and 
utilizing the computed differences in managing shipping charges, as provided by the claimed 
invention described in independent claims 1, 6 and 14. 

Should the Examiner disagree therewith, it is respectfully requested that the "Examiner 
specify where in the cited reference there is a basis for such disagreement. 

Gerety, as understood by Applicants, is directed to geographically zoned pricing structure 
for aluminum sheets, coil and plates, in order to account for differences in freight costs. 
However, Gerety does not cure the above-discussed deficiencies of the American Gas reference 
and Arunapuram. 

Since the cited reference, even when considered in combination, do not disclose or 
suggest all of the features of the claimed invention, the claims are allowable over the cited art. 

If a petition for an extension of time is required to make this response timely, this paper 
should be considered to be such a petition. The Office is hereby authorized to charge any fees 
that may be required in connection with this amendment and to credit any overpayment to our 
Deposit Account No. 03-3125. 

If a telephone interview could advance the prosecution of this application, the Examiner is 
respectfully requested to call the undersigned attorney. 
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Dkt. No. 2271/62705 



Allowance of this application is respectfully requested. 



Respectfully submitted, 




Paul Teng, Regyfflo. 40,837 
Attorney for Applicants 
Cooper & Dunham LLP 
Tel.: (212)278-0400 
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